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RFMARKS 



Entry of the foregoing, reexamination and reconsideration of the application identified 
in caption, as amended, pursuant to and consistent with 37 C.F.R. § 1 . 1 1 1 and in light of the 
remarks which follow, are respectfully requested. 

By the above amendments, claims 2, 3, 4, 7, 8, 11, 12, 14-16, 18 and 19 have been 
canceled. Claim 1 has been amended to incorporate the features of now canceled claims 3, 4, 7 
and 8. Claim 6 has been amended for readability by reciting the phrase "by either adding water 
to the organic solvent or adding the organic solvent into water." Claims 9 and 10 have been 
amended to depend from claim 1. Claims 13, 17 and 20 have been amended to recite "a vinyl 
polymer having at least one of a carboxyl group and a sulfonic acid group." Support for these 
amendments can be found in the specification at least at page 6, lines 6-10. Claim 20 has been 
amended for readability by reciting "preparing an ink for an ink jet." 

New claims 21-25 are directed to further aspects of the present invention. Support for 
these claims can be found in the instant specification at least at page 26, lines 1 and 2, taken in 

connection with page 27, lines 4-6. 

Turning to the Official Action, claim 6 stands rejected under 35 U.S.C. §112, second 
paragraph, for the reasons set forth at page 2 of the Official Action. In response thereto, claim 
6 has been amended to recite the phrase "by either adding water to the organic solvent or 
adding the organic solvent into water," as suggested by the Examiner. Accordingly, withdrawal 
of the §1 12, second paragraph, rejection is respectfully requested. 

Claims 1, 15 and 18 stand rejected under 35 U.S.C. §102(b) as being anticipated by U.S. 
Patent No. 5,753,017 {Onodera et al). This rejection is moot in Ught of the cancellation of 
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claims 15 and 18, and the incorporation of the subject matter of now canceled claims 3, 4, 7 and 
8 into claim 1 . For example, claims 3, 4, 7 and 8 have not been rejected in view of Onodera et 
al. Accordingly, for at least these reasons, withdrawal of this rejection is respectfully requested. 

Claims 1-5, 13, 15, 17, 18 and 20 stand rejected under 35 U.S.C. §102(e) as being 
anticipated by U.S. Patent No. 6,313,196 {Helling et al). This rejection is moot in Hght of the 
above amendments. In particular, claims 15 and 1 8 have been canceled. The subject matter of 
now canceled claims 7 and 8 has been incorporated into claim 1 , claims 7 and 8 having not been 
rejected in view of Helling et al. As well, claims 13, 17 and 20 have been amended to recite the 
subject matter of claims 7 and 8. Accordingly, for at least these reasons, withdrawal of this 

rejection is respectfully requested. 

Claims 1-3, 5-12, 15, 16 and 19 stand rejected under 35 U.S.C. §103(a) as being obvious 
U.S. Patent No. 6,025,412 {Sacripante et al) or U.S. Patent No. 6,03 1 ,019 (Tsutsumi et al) 
either of which in view of Japanese patent document No. 09-059552. This rejection is moot in 
light of the cancellation of claims 15, 16 and 19, and the incorporation of the subject matter of 
canceled claim 4 into claim 1 . In this regard, claim 4 has not been rejected in the present 



over 



now 



rejection. Accordingly, for at least these reasons, withdrawal of this rejection is respectfully 

requested. 

Claims 1-20 stand rejected under 35 U.S.C. §103(a) as being obvious over Sacripante et 
al or Tsutsumi et al either of which in view of Japanese patent document No. 03-231975 (JP 
'975). This rejection is moot with respect to canceled claims 1 1, 15, 16, 18 and 19. Withdrawal 
of this rejection with respect to pending claims 1, 13, 17 and 20 is respectfully requested for at 
least the following reasons. 
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The Patent Office has relied on Sacripante et al for disclosing, inter alia, "an aqueous ink 
jet ink and method of ink jet printing." In addition, Tsutsumi et al has been relied upon for 
disclosing, inter alia, "a water-based ink jet ink and method of ink jet printing." However, 
Sacripante et al and Tsutsumi et al fail to disclose or suggest the formula (H) dye recited in claim 
1 and the formula (III) dye recited in claims 13, 17 and 20. 

JP'975 fails to cure this deficiency of Sacripante et al, at least because JP '975 and 
Sacripante et al are not properly combinable in the manner set forth in the Official Action. In 
this regard, Sacripante et al discloses that the dye thereof "is chemically attached to the 
emulsifiable polymer resin, as either a main chain constituent or a side chain constituent, rather 
than being separately mixed with a polymer resin" {Sacripante et al at col. 3, lines 42-45). 
Sacripante et al further discloses that to permit the dye to be chemically attached to the polymer 
resin, the dye contains two or more hydroxyl, diester or dicarboxylic acid components 

{Sacripante et al at col. 8, lines 15-24). 

In stark contrast with Sacripante et al, JP '975 does not appear to disclose or suggest such 
a dye containing two or more hydroxyl, diester or dicarboxyUc acid components which is 
compatible with the polymer disclosed by Sacripante et al to form a chemical attachment 
therewith. Thus, in light of Sacripante et al's disclosure that the dye is attached to the resin by 
using two or more hydroxyl, diester or dicarboxylic acid components, one of ordinary skill in the 
art would not have been motivated to modify Sacripante et al by substituting the dye thereof with 
the JP '975 dye which does not appear to contain two or more hydroxyl, diester or dicarboxylic 
acid components. 
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Furthermore, the inventive inks and coloring compositions defined by claims 1, 13, 17 
and 20 contain a vinyl polymer having at least one of a carboxyl group and a sulfonic acid group. 
While Sacripante et al discloses various emulsifiable polymer resins, there is simply no 
disclosure or suggestion of the claimed vinyl polymer having at least one of a carboxyl group and 
a sulfonic acid group. Thus, the alleged combination olSacripante et al with JP '975 does not 
render prima facie obvious the presently claimed invention. 

It is submitted that JP '975 is not properly combinable with Tsutsumi et al in the manner 
set forth in the Official Action. In this regard, Tsutsumi et al has no disclosure or suggestion of 
employing the claimed formula (II) and (III) dyes in the aqueous ink thereof. Rather, Tsutsumi 
et al merely discloses that the colorant employed in the ink thereof is selected from oil-soluble 
dyes, disperse dyes, direct dyes, acid dyes and basic dyes, as well as pigments {Tsutsumi et al 
at col. 4, lines 20-22). 

In light of the above, absent an improper resort to Applicants' own disclosure, one of 
ordinary skill in the art would not have been motivated to select the JP '975 dye alleged to 
espond to the inventive dyes from the extensive list of dyes disclosed by JP '975, and employ 
the polymer emulsion of Tsutsumi et al. Moreover, JP '975 appears to have no mention 
or suggestion of the benefits of combining the dyes tiiereof with a polymer. Therefore, for at 
least the above reasons, one of ordinary skill in the art would not have been motivated to 
combine Tsutsumi et al with JP '975 in the manner suggested in the Official Action. 

In addition, referring to Table 2 at page 141 of the instant specification, the present 
invention provides inks and coloring compositions which can have excellent color tone, 
dependency on paper, water resistance and light resistance characteristics. By comparison, the 
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applied ar. tails .o have any reco^Mon or suggestion that tt,e combination of a vinyl polymer 
having a. leas, one of a carboxyl group and a sulfonic acid group as an ionic group, with the 
recited tomtula (n, or (III) dye. results in in.s and coloring compositions with such improved 
characteristics. Thus, absent an improper resort to Applicants' own disclosure, one of ordinary 
sBU in the art would not have been motivated to modify the applied art to amve at the presently 
claimed invention. 

For a. least the above reasons, it is apparent tha, no prima facie case of obviousness 
exists Accordingly, withdrawal of the §103(a) rejection is respectfaUy requested. 

Claims 1, 2, 5.12. 15, 16, 18 and 19 stand rejected under 35 U.S.C. §103(a) as being 
obvious over SacHpa.ie e. a, or Tsu..umi e, al eidter of which in view of Japanese patent 
document No. U-349874. This rejection is moot in Hgh. of the cancellation of claims 15. 16, 
18 and 19, and incorporation of the subject matter of now canceled claims 3 and 4 into claim 
1 . m this regard, claims 3 and 4 have not been rejected in the present rejection. Accordingly, 
for at least these reasons, withdrawal of this rejection is respectfully requested. 

From the foregoing, furiher and favorable action in the form of a Notice of Allowance 
is believed to be next in order, and such acUon is earnestly soUcited. 
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If there are any questions concerning this paper or the application in general, the 

Examiner is invited to telephone the undersigned. 

Respectfully submitted, 

Burns, Doane, Swecker & MA-rais, l.l.p. 




Roger It. Lee 
Registration No. 46,317 



P.O. Box 1404 

Alexandria, V A 223 1 3- 1 404 

(703) 836-6620 

Date: September 9, 2002 
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A tt a rhmpnt fn AME N DMF.NT dated September 9. 2002 
Marked-up claims 1, 6, 9, 10, 13, 17 and 20 

1. (amended) An ink for ink-jet comprising: 

a coloring composition containing coloring particulates dispersed in a water based 
medium, the coloring particulates containing an oil soluble dye and an oil soluble polymer; and 
wherein the coloring composition has wavelength of maximum absorption (Xmax(nm)) in the 
wavelength range from 510 to 560 nm and when the absorbance at the wavelength of maximum 
absorption (Amax(nm)) is regarded as 1, the absorbance at a wavelength (Xmax + 75 (nm)) is no 
more than 0.2 and the absorbance at a wavelength (Amax - 75 (nm)) is no more than 0.4_and 



wherein 



the, nil snluhle dye is r e presented bv the following formilla (TT) : 



Formula (TT) 
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^ tta.hmpnt to AM FNPMFNT dated Septembfr 9. 2QQ 2 
Marked-up claims 1, 6, 9, 10, 13, 17 and 20 

,^heidn-RLispr£a .nts a hydrogen -a tom, an a l ipbatic g rou p, a n aromatic .groups 
n^n .<^R'^-CQ. P" -OrOK'\-NP"R'^ -C0NR'! r1!. 



^2 „3 T.- 1 r-' „ 1, inrin-rnflrntl v r °rrfs f"t. hvdmv^pn atom, a halogrn atom, an 



aiiphatic-^rQup^m^romatic^iQ^ 

p64 p65 T?^r T^^" P"^ T?" '^^^■^i in d T""^'^"^^^ renrpscnts a hydrog e n atom, an 

f^liphatir, group r.r an aromatic proup; 

j^^^^^^^^^l^ ,^^ ^..^^^^^ a hydrogen ato ni c a l ipha ti c g roup. m^iomatig 

gT^„P, or a h ft'-r^'- y^i'c prniip- and wherein 

^ r r r rfnr n ts V renresents -r-rR^)= a nd wherei n 

th^^nUolultoQl^^ 
Riil fQtiir. add ^oun a s an ionic group . ^ 



6. (amended) The ink for ink-jet according to claim 1, wherein the coloring particulates 
are obtained by emulsifying and making into fine particles an organic solvent which includes the 
oil soluble polymer and the oil soluble dye, by [one of] either adding water to the organic 
solvent[, and] or adding the organic solvent into water. 



■ 4 
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^ f*.oH^^nt to /s^i^^i^MFNT rilifed SfntfiTiDpr 9. 2002 
Marked-up claims 1, 6, 9, 10, 13, 17 and 20 

9. (amended) The ink for ink-jet according to claim L [8,] wherein the ionic group of the 
vinyl polymer is a carboxyl group. 



10. (amended) The ink for ink-jet according to claim 1, [7,] wherein the vinyl polymer 
has ionic groups in an amount of from 0. 1 to 3 .0 mmoVg. 



13. (amended) An ink for ink-jet comprising: 

a coloring composition dispersed in a water based medium, containing coloring 
particulates containing an oil soluble dye represented by the following formula (III) and [an oil 
soluble polymer] a^inyl^K^lymerJia^dn^^ 



group: 

Formula (III) 




■ • • 
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/St t'"-^»"''nt tft AMiTNnMFNT dated SentPmber 9, 2002 
Marked-up claims 1, 6, 9, 10, 13, 17 and 20 

wherein R' represents a hydrogen atom, an aliphatic group, an aromatic group, a 

rM5ii QP>2 rn R'^ -OCOR"* -NR''R'^ -CONR'V^ 
heterocyclic group, a cyano group, -OR , -SR , -CU2K , u«^uj^ , ini^ , 

-SO,R•^ -SO,NR-R^\ -NR^^CONR^^Ie^ -N^^CQ^^ -CO^\ -NI^^CO^', or-Nl^«SQ^' ; 

andL^R^R^R^R^R'^R•^R^R^^^^^^^^^'^''^^'^''^''^''^''^""'' 

R^' each independently represents a hydrogen atom, an aliphatic group, or an aromatic group; 

R^ R\ R' and R' each independently represents a hydrogen atom, a halogen atom, an 
aliphatic group, an aromatic group, a heterocyclic group, a cyano group, -OR'', -SR", -C0,R", 
-OCOR-, -NR-R-, -CONR"R-, -SO.R^, S0,NR-R", -NR^CONR-R-, -NR^CO^R", 

-COR- -NR-COR- or -NR™SO,R- ; ^' , ^^ ^^ ^M^^ ^^ ^^^^ 
j^64 j^65 r66^ j^67^ j^68^ j^69^ j^7o r7i g^^j^ independently represents a hydrogen atom, an 

aliphatic group or an aromatic group; 

R^ and each independently represents a hydrogen atom, an aliphatic group, an aromatic 

group or a heterocyclic ring; and 

R» represents a hydrogen atom, an aliphatic group or an aromatic group. 



17. (amended) A coloring composition comprising: 

coloring particulates containing an oil soluble dye represented by the following formula 
(III) and [an oil soluble polymer,] a vinyl polymer hnving f^t least onP of ^ rn rboxvl proup and 
, c.if.ni. .rid Proun. said coloring particulates being dispersed in an aqueous medium: 
Formula (III) 
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Aft^Phni«>nt t» AlVfyNDMFNT dated Sen tPniher 9, 2002 
Marked-up claims 1, 6, 9, 10, 13, 17 and 20 




wherein R' represents a hydrogen atom, an aliphatic group, an aromatic group, a 
heterocyclic group, a cyano group, -OR", -SR'^ -CO,R-, -OCOR^, -NR'^R'*, -CONR^R'^, 
-SO R'' -SO,NR^°R'\ -NR'^CONR^'^\ -N^'CQB?^ -COP?\ -NI^^ CO^% or -N^^SQI^' ; 

andR",R- R'^R'^R'^R'^R^R'^R'^^^^^^^^^I^^^^^''^''^''^''^"^^ 

r3' each independently represents a hydrogen atom, an aliphatic group, or an aromatic group; 

R^ R\ R^ and R'' each independently represents a hydrogen atom, a halogen atom, an 
aliphatic group, an aromatic group, a heterocycUc group, a cyano group, -OR^', -SR^^ -CO2R", 
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fi ^it^ohment t» AiuvNDM FNT dated Spptemher 9. 2002 
Marked-up claims 1, 6, 9, 10, 13, 17 and 20 



-OCOR=^ -NR^^R^^ -CONR"R'«, -SO,R=^ SO,^''^'\ -NR^^CONR^^R^^ -NR^CO^R- 

-COR-, -NR-COR- or -NR™SO,R-; R^ R^^ R", R", R", R", R"> R"- R" 
R" r65 j^66^ j^67^ j^68^ j^69^ j^vo j^7i ^^^^ independently represents a hydrogen atom, an 

aliphatic group or an aromatic group; 

R" and R' each independently represents a hydrogen atom, an aliphatic group, an aromatic 

group or a heterocyclic ring; and 

R' represents a hydrogen atom, an aliphatic group or an aromatic group. 



20. (amended) An ink-jet printing process comprising: 

(a) preparing an ink fiir an ink jet, containing coloring composition in which coloring 
particulates contain an oil soluble dye represented by the following formula (III) and [an oil 
soluble polymer,] n -"" y^ r^^^^ '^^vi"^ ^^t least one of a cfirboxvl group md n sulfon i c acid 



group, 



said coloring particulates being dispersed in an aqueous medium. 
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Attarhmpnt to AMENDMENT dated Sentemhe r 9. 2002 
Marked-up claims 1, 6, 9, 10, 13, 17 and 20 



Formula (III) 




wherein R' represents a hydrogen atom, an aliphatic group, an aromatic group, a 
heterocyclic group, a cyano group, -OR", -SR'^ -CO^R'\ -0C0R'\ -NRV, -CONR•'R'^ 
SO2R", -SO^NR^'^R^', -NR^'CONR'^R'", -NR'=C02R'^ -COR", -NR^^COR^', or -NR'^SO^R''; 

andR'^R•^R'^R'^R'^R'^R^^R'^R'^^^^^R?^^^^^^^^^p^^^^I^^I^" and 

R^' each independently represents a hydrogen atom, an aliphatic group, or an aromatic group; 
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Xff^chment to AMENnMKNT dated Septemher 9. 2 0Q2 

Marked-up claims 1, 6, 9, 10, 13, 17 and 20 

R^ and R^ each independently represents a hydrogen atom, a halogen atom, an 
aliphatic group, an aromatic group, a heterocyclic group, a cyano group, -OR^\ -SR^^ -CO2R", 
-OCOR'^ -NR^'R'', -CONR^'R'^ -SO^R'', S02NR'V\ -NR^'CONR^'R^, -NR^'CO^R'', 
-COR^^ -NR^^COR^^ or -NR^«SO,R^^ ; R^^ , ^^ ^M^\ ^^ 

R^"*, R^^ R^^, R^^, R^^ R^^, R^** and R^^ each independently represents a hydrogen atom, an 
aliphatic group or an aromatic group; 

R"* and R^ each independently represents a hydrogen atom, an aliphatic group, an aromatic 

group or a heterocyclic ring; and 

R^ represents a hydrogen atom, an aliphatic group or an aromatic group, and 
(b) using the ink for recording in an ink-jet printing device. 



- viii - 



